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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
The Trademark Trial and Appeal Board 

 
 
SAFESIDE TACTICAL, LLC 
 
       Petitioner, 
v. 
 
CHEYTAC USA, LLC 
 
       Registrant. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
 

 
 
 
 
    Processing No.   92060464 
 
    Registration No. 4,509,171 

 
REGISTRANT CHEYTAC USA LLC’S RESPONSE IN OPPOSITION TO PETITIONER 

SAFESIDE TACTICAL LLC’S MOTION FOR SUMMARY JUDGMENT 

 COMES NOW the Registrant, Cheytac USA, LLC (hereinafter “Registrant”), by and through 

its attorney, and pursuant to TBMP § 528, et seq., files this Response in Opposition to Petitioner’s 

Motion for Summary Judgment. 

STATEMENT OF THE CASE 

The evidence that establishes Registrant’s date of first use as June 24, 2011 presents a 

complete defense to the Petition to Cancel, and in fact makes entry of summary judgment in favor of 

Registrant and against Petitioner appropriate.  Petitioner does not appear to claim otherwise.  Instead, 

Petitioner argues that since Respondent failed to respond to requests, the requests should nevertheless 

be deemed admitted and summary judgment should be granted in its favor.  Respondent was never 

served by Petitioner with those discovery requests, never received actual notice of those requests and 

was unaware of their existence. 

Given the extraordinary circumstances in this case, Petitioner’s motion urges the Board to 

ignore the public policy objectives of resolving cases on their merits, to accept a form over substance 

argument that flies in the face of all established facts, and award Petitioner a windfall victory 

procured by a procedural technicality that stemmed from the death of Registrant’s attorney.   
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The facts and evidence in this case demonstrate that Registrant registered the mark 

SAFESIDE (hereinafter “Registrant’s Mark”) after first using it in commerce approximately eighteen 

(18) months before Petitioner claims to have used Registrant’s Mark.  As such, summary judgment in 

favor of Registrant and against Petitioner would be appropriate. To the extent Petitioner disputes 

these facts and Registrant’s claim of use, then there is a genuine issue of material fact in controversy 

and Petitioner’s motion must fail.  Either way, Petitioner’s Motion for Summary Judgment should be 

denied. 

STATEMENT OF FACTS 

1. Registrant is the owner of the trademarked name “SAFESIDE” (“Registrant’s Mark”) 

pursuant to its Application filed on or about February 2, 2013, and the Trademark issued on April 8, 

2014 (U.S. Registration No. 4,509,171). 

2. Registrant incorrectly stated on its original Application that the first use anywhere and 

the first use in commerce was December 15, 2012, when in fact the correct date for first use 

anywhere and first use in commerce is June 24, 2011. 

3. Registrant’s misidentification of the first use anywhere and first use in commerce 

constitutes a good faith error. 

4. Registrant’s first use anywhere and first use in commerce of Registrant’s Mark 

occurred on June 24, 2011 when it issued an invoice for the sale of ammunition magazines bearing 

Registrant’s Mark, and expressly using Registrant’s Mark on the invoice.  A true and correct copy of 

the June 24, 2011, invoice demonstrating first use is attached hereto as Exhibit “A.” 

5. On November 29, 2014, Registrant filed a Section 7 request to correct the mistake and 

state accurately the date of first use anywhere and the first use in commerce as June 24, 2011, but 

Registrant’s former counsel did not attach the correct evidence in support thereof. 
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6. Subsequent to the filing of Registrant’s Section 7 request, on or about December 1, 

2014, Petitioner filed a Petition to Cancel Registrant’s Registration on the grounds of priority of use 

and the likelihood of confusion pursuant to subdivision (d) of Trademark Act Section 2, which 

Petition was predicated on the incorrectly identified date of first use anywhere and first use in 

commerce. 

7. On or about December 5, 2014 the Section 7 request was corrected and refiled, and the 

correct invoice identifying the correct date of first use anywhere and first use in commerce was 

attached establishing date of first use as June 24, 2011. 

8. Petitioner claims it “is the owner of Federal Trademark Application Serial No. 

86/201,940 for the mark SAFESIDE TACTICAL (hereinafter “Petitioner’s Mark”) for use in 

connection with the following services, namely: ‘On-line retail store services featuring firearms and 

related items; Retail store services featuring firearms and related items,’ (hereinafter “Petitioner’s 

Services”) covered in International Class 35.”   

9. As stated in Paragraph 7 of Petitioner’s Motion for Summary Judgment, Petitioner’s 

Application claims a date of first use of Petitioner’s Mark in connection with services on November 

15, 2012, and a date of first use in commerce on December 2, 2012. 

10. Petitioner’s claimed date of first use of November 15, 2012, and December 2, 2012, is 

approximately eighteen (18) months after Registrant’s first use on June 24, 2011, as evidenced by the 

attached Exhibit A. 

11. Additionally, Petitioner’s claimed date of first use is approximately five (5) months 

after Registrant’s second invoice and spreadsheet regarding the use of Registrant’s Mark dated May 

5, 2012.  A true and correct copy of Registrant’s May 5, 2012 invoice and May 5, 2012 

corresponding spreadsheet are attached hereto as Exhibits “B” and “C” respectively. 

12. On or about January 9, 2015, Registrant filed its Answer to the Petition to Cancel. 
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13. On or about January 15, 2015, Registrant Filed a Motion to Grant Corrected Date of 

First Use Without Consent pursuant to 37 C.F.R. § 2.175 and TBMP § 514.01 seeking an order 

correcting the date of first use as June 24, 2011.  

14. On or about February 9, 2015, the Board issued an order indicating Registrant’s 

Motion to Grant Corrected Date of First Use was deficient in that it was missing the required fee and 

declaration in support which had not been submitted along with the Motion by Registrant’s former 

counsel (the “February 9 Order”).  The Board granted Registrant 30 days to perfect its request. 

15. On or about February 13, 2015, Registrant filed its Reply in Support of Registrant’s 

Motion to Grant Corrected Date of First Use Without Consent. 

16. On or about February 15, 2015, Registrant attempted to submit a declaration and fee to 

the Board in response to the Board’s February 9, 2015 Order, but for unknown reasons Registrant’s 

prior attorney, Mr. Romanoff, submitted the fee and declaration in the Trademark File instead of 

filing it with the Board(and additionally misdated his submission).  A true and correct copy of the 

documents improperly filed in the Trademark File on February 15 are attached hereto as Exhibit “D.” 

17. Because the documents were filed in the Trademark File and not with the TTAB, 

Registrant’s fee and declaration was returned with notes indicating it was not required.  A true and 

correct copy of the Trademark File notes indicated returned filing is attached hereto as Exhibit “E”. 

18. On April 4, 2015, attorney for Registrant, Mr. Gerald Romanoff, died.   

19. Although Registrant’s counsel had attempted to comply with the February 9 Order, on 

June 5, 2015, the Board entered another order finding that Registrant failed to comply with the 

February 9 Order and, accordingly, declared that there would be no further consideration to 

Registrant’s Motion to Grant Corrected Date of First Use Without Consent. 

20. From July through August, Petitioner claims to have served its First Requests for 

Production of Documents and Requests for Interrogatory as well as its Motion for Summary 

Judgment. 
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21. As evidenced by the exhibits attached to Petitioner’s Motion for Summary Judgment, 

all documents prepared were mailed or emailed to Mr. Romanoff months after his death and burial 

service. 

22. As evidenced by the Declaration of David McCutcheon In Support of Registrant’s 

Opposition to Petitioner’s Motion for Summary Judgment, a true and correct copy of which is 

attached hereto and marked as Exhibit “F,” Registrant itself was never served and never received 

actual notice of any of the discovery documents prepared by Petitioner that it served on Registrant’s 

deceased attorney. 
23.  In an order dated mailed on November 28, 2015, the Board granted Respondent’s 

November 6, 2015, motion to reopen time to respond to Petitioner’s motion for summary judgment 

with a deadline of thirty (30) days from the November 28, 2015, mailing date. 

24. On or about December 21, 2015, Registrant submitted to Petitioner is Responses to 

Petitioner’s First Request for Admissions to Registrant.  Registrant first obtained a copy of 

Petitioner’s First Requests for Admissions to Registrant by downloading it as an Exhibit attached to 

Petitioner’s Motion for Summary Judgment located on the Trademark Trial and Appeal Board’s 

website and Electronic Filing System. 

ARGUMENT AND CITATION OF AUTHORITY 

1. Standard of Review 

As there is a strong preference for resolving cases according to their merits, a summary 

judgment motion can be granted only if both of the following are established by the moving party: (1) 

there is no genuine dispute as to any material fact; and (2) the movant is entitled to judgment as a 

matter of law.  (Fed. R. Civ. P. § 56(a).)   

The court may not weigh evidence to make factual findings, nor may it consider evidence to 

make credibility determinations.  Sensing v. Outback Steakhouse of Fla., LLC, 575 F.3d 145, 163 
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(1st Cir. 2009).  In determining whether a factual dispute warranting trial exists, the court must view 

the record in the case and the summary judgment submissions in the light most favorable to the 

nonmovant.  Denzler v. Questech, Inc., 80 F.3d 97, 101 (4th Cir. 1996).  A reviewing court may not 

make a determination of any specific facts; rather, the court reviews the papers to determine whether 

the record reveals a disputed material fact exists.  Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 250 

(1986).  If the reviewing court finds such a material fact exists and is in dispute, the motion for 

summary judgment must be denied.  (Ibid.) 

In this regard, the Trademark Trial and Appeal Board Manual of Procedure § 528.01 similarly 

provides as follows:   

A party moving for summary judgment has the burden of 
demonstrating the absence of any genuine dispute of material fact, 
and that it is entitled to judgment as a matter of law. This burden is 
greater than the evidentiary burden at trial.  The burden of the 
moving party may be met by showing that there is an absence of 
evidence to support the nonmoving party’s case. 

2. Petitioner’s Claim that Respondent’s Admissions are Deemed Admitted for 
Failure to Respond to Discovery Requests Must Be Disregarded. 
 

Petitioner’s claim that there are no genuine issues of material fact in this case is not based on 

the evidence in this case (which evidence actually conflicts with the findings of fact that Petitioner 

seeks).  Rather, it is based on the technical application of the rule that a party failing to respond to 

requests for admission is deemed to have admitted the requests.  (See Fed. R. Civ. P. § 36(a)(3).)  The 

success of Petitioner’s instant motion depends entirely upon this hypertechnical application of law in 

contravention of the known facts and evidence in this case.  If, however, no binding admission 

occurred, then even a cursory glance at the record reveals that genuine issues of material fact exist 

and are in dispute which would defeat Petitioner’s motion, including Registrant’s date of first use, 

and accordingly the motion should be denied. 
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Petitioner’s claim under F.R.C.P. 36(a)(3) has no effect in this matter for two reasons: (1) 

Requests for admission may not be served until after the parties’ Rule 26(f) discovery conference has 

occurred; and (2) Petitioner never served Respondent with its discovery requests and Respondent had 

no actual notice of the requests. 

a. There is No Deemed Admission Because No Discovery Conference Occurred. 
 

Registrant’s lack of response to Petitioner’s request for admissions are not deemed admissions 

because the parties never had the required discovery conference as set forth in subdivision (f) of Rule 

26 of the Federal Rules of Evidence.  (Fed. R. Civ. P. §§ 26, subds. (d)(1), (f).)  Indeed, unless 

authorized by court order or by agreement of parties, a party may not seek discovery from any source 

until the parties have held their discovery plan conference as set forth in subdivision (f) of Rule 26.  

Accordingly, Petitioner’s requests for admission have no effect because Petitioner was not authorized 

to issue the requests when it did. 

There is good reason for requiring a discovery conference prior to the issuance of discovery 

requests.  The entire premise of discovery is to provide a fair opportunity to establish the record of 

evidence in the case.  See, Micro Int’l, Ltd. v. Monolithic Power Sys., 467 F.3d 1355, 1365 (Fed. Cir. 

2006).  It is through the process of discovery that each party learns the evidentiary basis of the 

opposing party’s case by exchanging information with the opposing party.  (Ibid.)  Without the 

opportunity for this exchange, it is impossible to establish the record.  That is exactly what has 

happened here.   

As noted on page 2 of the Board’s Order, mail date of November 28, 2015, Petitioner did not 

attempt to communicate with Registrant regarding the required discovery conference.  Petitioner had 

a mutual obligation to conduct discovery and, rather than contacting Registrant regarding the 

outstanding discovery dispute, opted instead to file the instant motion after two weeks.  See, 
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Influence Inc. v. Elaina Zucker, 88 USPQ2d 1859, 1860 (TTAB 2008).  Since this conduct does not 

satisfy the requirements of Rule 26, the discovery requests were improperly served by Petitioner and 

should be disregarded along with any lack of response.  

b. There is No Deemed Admission Because Registrant Never Received the 
Discovery Requests. 

 
There can be no deemed admission for lack of responding to a request that was never 

received.  Indeed, subdivision (a)(3) of Rule 36 of the Federal Rules of Civil Procedure operates 

under the critical precondition that the discovery requests in question were both lawfully served and 

received.  The purpose of the Rule is to imply an admission by a party who knowingly fails to 

respond to the discovery request under those conditions.  The purpose of the rule, however, is not to 

grant a windfall victory by procedural technicality to a party who improperly submits requests, fails 

to verify whether the requests were received or what the dispute is regarding, and then rushes to file a 

dispositive motion with the hope of avoiding the ultimate merits of the case. 

3. Petitioner’s Motion Must be Denied Because Genuine Disputes of Material 
Fact Exist In This Case. 
 

The primary issue in the Petition to Cancel is whether Registrant’s date of first use anywhere 

and first use in commerce predates Petitioner’s dates of first use.  Petitioner claims a date of first use 

of December 2, 2015.  Registrant, however, has a claimed date of first use of June 24, 2011.  This 

fact by itself is proof that Registrant has provided evidence that the date of its first use predates 

Petitioner’s by approximately 18 months.  

It is important to note that Registrant was in the process of establishing this fact by filings its 

Section 7 request to correct the date of first use to June 24, 2011, prior to the time the Petition to 

Cancel was filed and prior to the death of Registrant’s attorney.  Furthermore, this fact is material 

since its existence constitutes a complete defense to the Petition to Cancel. 
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Moreover, the existence of this fact is directly contrary to Petitioner’s claim that “there is no 

dispute as to the dates of first use and dates of first use in commerce as to the respective trademarks.”  

(Petitioner’s Motion for Summary Judgment at p. 5.)  Petitioner has only two choices: either it agrees 

that fact proves Registrant’s claim predates Petitioner’s or Petitioner disputes that fact.  Either way, 

viewing the evidence in the light most favorable to Registrant, Petitioner’s motion for summary 

judgment must be denied. 

Ultimately, Registrant presents significant evidence that satisfies the clear and convincing 

evidence standard in support of its claim that Registrant’s date of first use is June 24, 2011, that it's 

date of first use significantly predates Petitioner’s December 2, 2012 claimed date of first use, and 

that Registrant's use was continuous from its June 24, 2011 date of first use through the present, 

including Petitioner’s date of first use on December 2, 2012. The evidence in support of the foregoing 

claims consists of the following documents and evidence:  

1. As evidence of its first use, Registrant hereby provides a true and correct copy of its 

invoice dated June 24, 2011, for the sale of its goods and services under its registered Mark.  (Exhibit 

“A”).   

2. As further evidence of first and continuing use that predates Petitioner’s date of first 

use, Registrant hereby provides a true and correct copy of a letter from the U.S. Bureau of Alcohol, 

Tobacco, Firearms, and Explosives dated December 19, 2011, a true and correct copy of which is 

attached hereto and marked as Exhibit “G,” indicating that Registrant was “seeking a marking 

variance to manufacture and mark . . . SAFESIDE bolt-action receivers on behalf of Cheytac USA, 

LLC.” 

3. As evidence of continuing use that predates Petitioner’s date of first use, Registrant 

hereby provides a true and correct second invoice dated May 9, 2012, and corresponding spreadsheet 
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also for the sale of its goods and services under its registered Mark.  (Exhibits “B,” and “C”)  Both 

invoices and the spreadsheet indicate use of Registrant’s Mark that predates Petitioner’s use of its 

Mark by 18 months and 5 months, respectively. 

4. As further evidence of continuing use that predates Petitioner’s date of first use, 

Registrant hereby provides a true and correct copy of an email dated November 28, 2012, from 

Registrant’s employee regarding the negotiation and sale of Registrant’s products utilizing the Mark, 

specifically for a “Safeside Tactical Engagement Rifle.”  (Exhibit “H”) 

5. As further evidence of continuing use that predates Petitioner’s date of first use, 

Registrant hereby provides a true and correct copy of an email dated November 30, 2012, from 

Registrant’s employee to Stiller Precision regarding the negotiation and sale of items including 

products described in the email as “2 Safeside.”  (Exhibit “I”) 

6. As further evidence of continuing use, Registrant hereby provides a true and correct 

copy of an email dated April 30, 2013, from Registrant’s employee to Stiller Precision regarding the 

negotiation and sale of items including products noted as “[t]he 10 Safesides are at nitride now and I 

expect them to be ready in about 3 weeks.”  (Exhibit “J”) 

7. Finally, as evidence in support of its first and continuous use, Registrant hereby 

submits and incorporates by revenue the attached Declaration of David McCutcheon in support, 

Exhibit F, verifying each of the above exhibits and stating under penalty of perjury that Registrant 

has actively marketed and/or sold its goods and services under its Registered Mark from June 24, 

2011, to the present day.   

The evidence that Registrant has produced to establish its date of first use of the Mark as June 

24, 2011, is a complete defense to Petitioner’s Petition to Cancel.  Petitioner may disagree.  But even 

if it does, as stated before, a genuine issue of material fact exists and its Motion for Summary 



11 
 

Judgment must be denied. 

CONCLUSION 

Registrant’s lack of response to Petitioner’s Request for Admissions must be disregarded 

because the discovery requests Petitioner submitted were in violation of Rule 26 of the Federal Rules 

of Civil Procedure and because Registrant was never served with the requests and was unaware of 

their existence.   

Moreover, Registrant robustly denies any claims or suggestions by Petitioner that its date of 

first use occurred on some date other than June 24, 2011, and has provided evidence of a date of first 

use on or about June 24, 2011.  Registrant’s claimed date of first use predates Petitioner’s December 

2, 2012, date of first use by approximately 18 months. 

When determining whether a factual dispute warranting trial exists, the court must view the 

record in the case and the summary judgment submissions in the light most favorable to the 

nonmovant.  Denzler v. Questech, Inc., 80 F.3d 97, 101 (4th Cir. 1996).)  Accordingly, Petitioner’s 

motion must be denied because the evidence, viewed favorably to Registrant, indicates a genuine 

issue of material fact exists as to whether Registrant’s date of first use predates Petitioner’s date of 

first use. 

Notwithstanding the above, ordinarily, the critical issue in determining Petitioner’s Motion for 

Summary Judgment is only whether a genuine disputed issue of material fact exists, not how many 

disputed facts exist or the relative strength or weakness of each of those facts.  See, supra, Anderson 

v. Liberty Lobby, Inc., 477 U.S. 242, 250 (1986).  Registrant has demonstrated that a genuine issue of 

material fact exists since the Registrant has presented evidence that directly contradicts Petitioner’s 

claim of when Registrant’s Registered Mark was first used.  Accordingly, for the foregoing reasons, 

Petitioner’s Motion for Summary Judgment should be denied. 



Respectfullysubmitted,this~~:fDeccmber, 2015.JIHGFEDCBA

M ilo S . C ogan
G eo rg ia B a r N o . 50081

4140 R osw e ll R d .

A tlan ta , G eo rg ia 30342

(404 ) 606 -1169

(404 )935 -0271 ( fa x )

M ilo .co gan@ fish e rb ro y les .com
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
The Trademark Trial and Appeal Board 

 
 
SAFESIDE TACTICAL, LLC 
 
       Petitioner, 
v. 
 
CHEYTAC USA, LLC 
 
       Registrant. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
 
 
    Processing No.   92060464 
 
    Registration No. 4,509,171 

CERTIFICATE OF SERVICE 
This will certify that the foregoing REGISTRANT CHEYTAC USA, LLC’S 

RESPONSE IN OPPOSITION TO PETITIONER SAFESIDE TACTICAL LLC’S MOTION 
FOR SUMMARY JUDGMENT was served on the following via United States mail, first class 
postage prepaid: 
 
Matthew H. Swyers 
The Trademark Company PLLC 
344 Maple Avenue West, Suite 151 
Vienna, VA 22180 

 

 This 22nd day of December, 2015. 

 
      /s/Milo S. Cogan   
      Milo S. Cogan 
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EXHIBIT “B”





EXHIBIT “C”



Vendor Phone	/	Fax	/	Email Notes:

Stiller's	Precision	

Firearms,	LLC

118	Regency	Drive

Wylie,	TX	75098

Jerry	Stiller

Russ	Rosene

PH:	972-429-5000

Fax:	972-941-8884

Email:	

stiller@viperactions.com

Date Order	No. QTY	 Item	No. Description Price	Each

5/9/12 Inv.	2332 10 CheyTac	-	

1.6	408	Rep	

R

CheyTac	PTAC	408	

extreme	length	bolt	

action	receiver,	1.60"	

diameter,	.645"	boltface,	

right	bolt,	right	port,	

repeater,	black	oxide	

finish

$925.00	

2 CheyTac	-	

Lap	Xt	Rep	

R

CheyTac	Perses	extreme	

length	bolt	action	

receiver,	lapuaboltface,	

right	bolt,	right	port,	

repeater

$875.00	

4 CheyTac	-	

Mag	Lg	Rep

CheyTac	Vidar	long	bolt	

action	receiver,	mag	

boltface,	right	bolt,	right	

port,	repeater

$825.00	

4 CheyTac	-	

308	Sh	Rep	

R

CheyTac	Safeside	short	

bolt	action	receiver,	308	

boltface,	right	bolt,	right	

port,	repeater

$825.00	

1 Wire	TransferFee	From	American	National $25.00

FFL	#	5-75-085-07-6K-41806	Expires	10/01/2016

Website:	www.viperactions.com



Subtototal Subtotal	of	

Purchase

Tax Total Method	of	

Payment

$9,250.00	 $17,625.00	 $0.00	 $17,625.00	50%	

Deposit	for	

OEM	

Actions	-	

$8,825.00

$1,750.00	

$3,300.00	

$3,300.00	

$25.00	
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